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In re application of: 
Joseph R. BYKVUetal 
Appln.No.: 09/521,640 
Filed: March 10, 2000 
Title: 



Art Unit: 1631 

Examiner. Michael L. Borin 

Atty.Dkt.No,: 16517.128 

Appeal No.: 2003-1666 



March 10, 2000 "^-^ ..kdwc 

Nucleic Acid Molecules and Other Molecules Associated with Plants 

Request for Suspension of Appeal 



Commissioner for Patents 

P.^'Box 1450 

Alexandria, VA 22313-1450 

Sir: 

AppeUant hereby ^ Board of Pate.^ Appeals and Interferences 

(W) suspend action in the above-captioned appeal. Tto issues presented m the 
appeal involve the utility of partial nucleic acid molecules, such as Expressed Sequence 
Tags (ESTs). under 35 U.S.C. §§ 101 and 112 ar>d,he sufficiency of the ™tten 
descripdon of these sequences. An appeal involving flre utility of partial nucleic acd 
molecules is currently pending before the Uni«d States Court of Appeals for «re Fede^ 
Circuit CFederal Circuit"). The sufficiency of the ^tten description has been deeded 
by the Board under similar circumstances as the present appeal.' 

On September 23, 2002 Appellant aed a Notice of Appeal in the above-capttoned 
mapr. Tl.ercafter. AppeUant filed an Appeal Brief «ith the Patent Office on December 
26 2002 and waived oral hearing on My 22, 2004. 

On May 27, 20H the Real Party in Interest in the above-captioned matter filed an 
appeal to *e Federal Circuit in /« re FUk. (U.S. AppU. No. 09/619.643, B J.A.I. Appeal 



I hereby certify ihat the foregoini Request for Suspension of Appeal is being 
feSc i^ined 10 *e Lcnrion of titc Board of Paleni Appeals ^ 
StcllSLcs. via lacsimilo numb« (703) 30Wm ^^^^^ 
TiwtaimlcOJg^CCT lral ^9c^m^ numiicr (703) 872-9306. 
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. u ■ ,.nfthe utility ofpartial nucleic acid molecules, such 
No. 2002-2046) presenting the issue of the utility p 

asESTsunder 35U.S-C. §§ 101 and 112.' thpRnard 
l^e Office has statedthat postponing considerationofanappealuntil^^ 

^.iLfa.ede.Ci.uitdecision..^chn.yhed.^^^^^ 
^appeal,issoundpractice.5.....M.P.E.Ml213,8^Bditio.Revis^ 

'""v!;L.asons,AppeUanther^ 

.fthepresentappealuntiltheFederalCircuitprovidesguidanceontheissueof^^ 
ofpartial nucleic acid molecules, suchasESTs-^ShouldtheConimiss.^^^^^^^ 
additional infonuation^he is invitedto contact theundersig^^^ 

below. 

Respectfully submitted. 



Date: Aiipiist2Q. 2004 



Of Counsel 

Lawrence M. Lavin, Jr. (Reg. No. 30,768) 
Thomas E, Kelley (Reg. No. 29,938) 
Monsanto Company 



Thomas E- Holsten (Reg. No. 46,oy8) 
David R. Marsh (Reg. No. 41,408) 

ARNOLD & PORTER LLP 
555 Twelfth Street, NW 
Washington, DC 20004-2402 
(202) 942-5000 telephone 
(202) 942-5999 facsimile 



^ The Board has uphcld"^;:;;;;^ utility rejections in similar appeals. S.^, e.g. Appeal Nos. 2003-1 137, 
2003-0996, 2003-1504, 2003-1746 and 2002-2046. 
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202-S42.5085 
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555 Twelfth Street, NW 
Washington. DC 20004-1206 



August 20, 2004 



Board ofPat.nl Appeals and Intcrferenc^^^^ 
United States Patent and Trademark Office 
P.O. Box 1450 

Alexandria, Virginia 22313^1450 



Re: 
Dear Sin 



Requests for Suspension of Appeal 



FACSIMILE 




r. 

*; - K,, tv,^ IT «; Patent and Trademark Office is a Request 
Transmitted herewith for appropna te actooit by the U.S Patent ana 

for SuspeSion of Appeal for each of the foUowmg applications: 

1. Appeal No.: Not Yet Assigned/Conf.No^ 671)1 
SeHalNo. 09/267,199, filed March 12, 1999 

Pathway 
Attorney Docket No-: 16517.233 

2. Appeal No.: 2003-1072 

Serial No. 09/333,534, filed June 14, 1999 

Attorney Docket No.: 165 1 7.323 

3. Appeal No.: 2003-1073 . „„„ 
Serial No- 09/540,234, filed April 3, 2000 

^«cl^rA*i^M^^^^ 

Attorney Docket No.: 1 65 1 7.326 

4 Appeal No.: 2003-1074 

Serial No. 09/552.086, filed April 19. 2000 

Attorney Docket No.: 1 65 1 7.324 

5 Appeal No.: 2003-1666 

" Serial No. 09/521.640, filed March 10, 2000 

mISsII Other Molecules Associated with Plants 
Attorney Docket No.: 16517.128 



Washington. DC N«w Yc. London Brus..,s Los Ang.ie, Century Citv Non.ern ^.ro.nla Denver 

PA(£ 2132 * RCVD AT 8120/2004 4:49:35 PM [Eastern Daylight Time]' SVR:USPTO{FX^^^^^ 
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Attorney Docket Mo.: 16517.277 

7 Appeal No.: 2004-1034 
' Serial No. 09/666.355, filed September 20, 2000 

TSfe-'NucSi/^^^^ Molecules Associated whh Plants 

Attorney Docket No.: 16517.314 

8. Appeal No.: 2004-1272 

Serial No. 09/371,146, filed August 9, 1999 
Applicants: Nordine CHEIKH ef al. 
Title: Annotated Plant Genes 
Attorney Docket No.: 16517.032 

9. Appeal No.: 2004-1273 

Serial No. 09/637,086. filed August 11, 2000 

^i^lf TucSc'fdSeVaL^Uer Molecules Associated ^th Plants 
Attorney Docket No.: 16517.285 

10. Appeal No.: 2004-1275 

Serial No. 09/540.235. filed Apnl 3, 2000 

Applicants: Dane K. FISHER era/. ^ ,^ . .rr -ru 

Trtfe: Nucleic Acid Sequences from Cyanidium Caldarium and Uses Thereof 
Attorney Docket No.; 1 65 1 7.276 

11. Appeal No.: 2004-1406 

Serial No. 09/553,094, filed April 1 8, 2000 
Applicants: Scott E. ANDERSEN etal. 

TUle: Nucleic Acid Molecules and Other Molecules Associated with Plants 
Attorney Docket No.: 1 65 1 7.272 
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12. Appeal No. 2004-1480 _ 
Serial No. 09/732,627. filed Deceraber 8, 2000 

Attorney Docket No.: 1 65 1 7.28 1 

13. Appeal No.: 2004-1725 ^ 
Serial No. 09/233,21 8, filed January 20, 1 999 

^Sre'l^N^cS Add Ml^'c^les^^^Oth^ Molecules Associated with the Tetrapyrrole 

Pathway 
Attorney Docket Mo.: 16517.231 

14. Appeal No.: 2004-1773 

Serial No. 09/421,106, filed October 15, 1999 

ApDlicants; Joseph R- BYRUM - . t.i 

Title: Nucleic AcJd Molecules and Other Molecules Associated with Plants 

Attorney Docket No.; 16517.142 

It is respectfully requested that acknowledgement of receipt of these waivers be sent via return 
fecsimile to the undersigned at 202-942-5999. 

In the event that extensions of titne are necessary to prevent abandonrnent of these patent ap^^^^^^^ 

& Porter LLP Deposit Account No. 50-2387, referencing docket number 16517,001. 

Sincerely, ^ 





David R, Maish (Reg. No. 41 ,408) 
Thomas E. Holsten (Reg. No. 46,098) 



Enclosures 
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RECEIVED 



2O2.942.5O0O 
202.942.5999 Fax 

555 Twelfth Street, NW 
Washington. DC 20004-1206 



AUG 2 0 2004 




- R b C hl V b D ~ 

SEP - 2 ?004 

U.S. PATENT AND TRADEMARK OFRCE 



US Patent and Trademark Office 
Board of Patent Appeals a nd Interferences 
SENDER 



TELEPHONE NU^ABER{S) 



(7Q3> 305-4673 



Thomas E. Holstcn 



16517.001 



CLIENT/MATTER NUMBER 



SENDER'S ROOM NUMBER 



We are transmitting 32 page(s). 
jincluding this cover sheet). 



TRANSMISSION DEADLINE (DATE & TIME) 



This document must be transmitted no later than: 
August 20. 2004/ASAP 



7i TP RMATE TELEPHONE NUMBER (OP TIONAL) 



Alternate telephone number at which the sender can be reached 
ErTarrdlfflculties with this fax: (202) 942-5159 



-;7 ^vp.ri.nce d.f«cu l^.vlnathis^. mission please contact the operator at 20 2j4Z5g37. 
^ MESSAGE ■ 



r. . txT 1072 2003-1073 2003-1074,2003-1666.2003-1939,2004-1034,2004-1272, 

ApplicSon No. 09/267,199 (BHAT et al.) filed March 12, 1999 (Conf. No. 6701) 

Atty. Dkt. Nos.: 16517.323, 16517.326. 16517.324 16517.128, 16517.277, 
^ 16517 314,16517.032,16517.285,16517.276,16517.272, 

16517.281, 16517.231, 16517.142 and 16517.233 



See the attached. Please acknowledge receipt via returo facsimile. 



PRIVILEGED AND CONFIDENTIAL ^„ „omoH «hove If the reader of this message Is not the intended recipient or the 

.nformation intended only forthe use of the addressee namej^ dissemination, distribution or 

,mployee or agent ^«sP«"f '^^^I^S^rhlSferSe v^to Sves {^'sKmmunicatlon in error should notify us Immed-ateh^ by 
spying of this communlcabon is slnctly prohibrted i^yone wn^^^^^ 



r.^.rt;;'ratthe-;bo.e addre...v^MUAm 
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